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DETAILED ACTION 



Response to Amendment 



1. Applicant's amendment of January 12, 2007 ("Amendment") does not render the 
application allowable. 

Response to Arguments 

2. Applicant's arguments filed January 1 2, 2007 have been fully considered but they 
are not persuasive. With regard to the rejections of claims 1-3, 5-13, and 16-21 are 
being obvious over Hyland under 35 U.S.C. 103(a), Applicant states, "... Hyland et al. 
teaches that an enzyme should not be in contact with the working electrode." See page 
7 of the Amendment. The Examiner respectfully disagrees. To begin with, Hyland 
states, "The electro-active substance 8 is typically inserted into a receptacle in such a 
position that the electro-active substance is not in contact with the working electrode, 
[emphasis added]" See page 10, lines 25-27 of Hyland. "Typically" is not synonymous 
with "never." Moreover, as discussed in the previous Office action (page 12), the 
designation "working" electrode in working electrode has no structural or compositional 
significance, especially since Hyland discloses that the list of possible materials from 
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which the working electrode may be made is included in the list of possible materials 
from which the counter electrode may be made and that the reagent may be deposited 
on the counter electrode (page 11, lines 7-9). Indeed, the working electrode may be 
made of Ag/AgCI, which is typically used to make a reference electrode. So in Hyland 
whether an electrode is actually a working electrode or a counter electrode depends on 
how it is used. In what way is Applicant's working electrode different from Hyland's 
counter electrode, other than in the labels? 

Thus the rejections against claims 1-3, 5-10, 12, 13, and 16-21 are maintained. 

Status of the Rejections pending since the Office action of January 12, 2007 

3. The rejections of claims 1-3, 5-9, 11,13, 14, 16, 17, 20, and 21 under 35 U.S.C. 
103(a) as being obvious over Urban are withdrawn. 

4. The rejections of claims 1-3, 5-10, 12-13, and 17-21 under 35 U.S.C. 103(a) as 
being obvious over Hyland are maintained and have been restated below for Applicant's 
convenience. 

5. The rejections of claims 12, 18, and 19 under 35 U.S.C. 103(a) as being obvious 
over Urban in view of Fritsch are withdrawn. 
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Claim Rejections • 35 USC § 103 



6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



7. Claims 1-3, 5-10, 12-14, and 17-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hyland (WO 03/056319 A2) ("Hyland"). 

Addressing claim 1 , Hyland discloses an electrochemical cell comprising an 
insulating substrate (bottom layer 7 in Figures 2 and 3 and bottom layer in Figure 7) and 
a plurality of layers (Figures 2, 3, 7), the layers comprising at least two conducting 
layers ((5,6,9,10,10') Also see page 12:30 - page13:2, which discloses up to ten 
electrodes), and wherein one of the conducting layers is a first electrode (6), the first 
electrode in contact with at least one reagent ((8) Figures 2, 3, and 7), wherein the at 
least one reagent comprises an enzyme (page 10, lines 12-23) and at least two 
insulating layers (Figures 2, 3, and 7), wherein at least one of the at least two insulating 
layers is interposed between the at least two conducting layers (Figures 2, 3, and 7), 
wherein each major surface of each conducting layer is in contact with a major surface 
of the insulating substrate or a major surface of at least one of the at least two insulating 
layers (Figures 2, 3, and 7), a passage being formed through the at least two 
conducting layers and the at least two insulating layers to expose edges of the at least 
two conducting layers and the at least two insulating layers, the edges collectively 
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forming a wall or walls of the passage, the exposed edges of the at least two conducting 
layers forming the working electrode and a second electrode of the electrochemical cell 
(implied by page 8, lines 10-12; page 4, lines 9-11; and page 12, lines 22-25 of Hyland, 
which discloses band or ring electrodes or a hole through an electrode). 

In Hyland the working electrode is not typically in contact with reagent so 
the "first electrode" of the previous paragraph would not typically be a working 
electrode. See bottom paragraph of page 10. However, barring a contrary showing, 
such as structural or compositional distinctions, the designation of an electrode as a 
"working" electrode (or counter electrode or reference electrode) is an arbitrary 
designation only signifying intended use. Hyland discloses that the working electrode 
and the counter electrode may be made from a variety of materials. The list of materials 
from which the working electrode may be made is actually included in the list of 
materials from which the counter electrode may be made. See page 8, second full 
paragraph and last paragraph, bridging to page 9. Indeed, the working electrode may 
have an Ag/AgCI layer, which is commonly and traditionally only used for reference 
electrodes. See page 8, lines 20-23. 



Addressing claim 2, for the additional limitations of this claim see Figures 2, 3, 
and 7 and again note page 12:30 - page13:2, which discloses up to ten electrodes. 
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Addressing claim 3, for the additional limitations of this claim see Figures 2 and 3 
and again note page 12:30 - page13:2, which discloses up to ten electrodes. 

Addressing claim 5, for the additional limitation of this claim see page 6:1-3 and 
page 12:20-25. 

Addressing claims 6 and 7, for the additional limitations of these claims see 
page 13, first full paragraph. 

Addressing claims 8 and 9, for the additional limitations of these claims see 
page 12:1-28. 

Addressing claim 10, for the additional limitation of this claim see page 12:6-8. 

Addressing claim 12, for the additional limitation of this claim see page 7, first full 
paragraph. Let, for example, the passageway have a depth of 50 \im, a length of 0.1 
mm, and a width of 0.1 mm (square cross-section from top view). Then the volume will 
be 500,000 ^m 3, which equals 0.0005 micro liter. 



Application/Control Number: 10/674,955 



Art Unit: 1753 



Page 7 



Addressing claim 13, for the additional limitation of this claim see Figures 2 i 3, 
and 7 and page 7, first full paragraph, which implicitly discloses a circular, or square, or 
rectangular cross-section from a top view. 

Addressing claim 14, Hyland only discloses regular shapes for the passage; 
however, barring a showing of some criticality whether the passage has a regular shape 
or an irregular shape is just a design choice. MPEP 2144.04 .IV. B. 

Addressing claim 17, for the additional limitations of these claims see page 24:1- 

11 and 

Addressing claim 18, for the additional limitation of this claim see page 22:20-24 
- page 23:5. 

Addressing claim 19, for the additional limitation of this claim see page 23:10-14. 

Addressing claim 20, for the additional limitation of this claim see Figure 2. Let 
the insulating substrate instead be the insulating layer between electrodes 6 and 9, let 
the insulating layer between electrodes 5 and 9 be the insulating layer of claim 1 that 
separates at least two conducting layers, and let the insulating layer directly above 
electrode 7 be the second of the at least two insulating layers of claim 1 . 
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Addressing claim 21, for the additional limitation of this claim see Figures 2 and 

3. 

Addressing claim 22, for the additional limitation of this claim see page 14, 
lines 5-10, which discloses providing one or more air holes "... at the point where the 
base meets the wall of the receptacle, as indicated by the label 12a in Figure 4." These 
air holes allow air to escape from the receptacle so that the sample liquid can enter. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEX NOGUEROLA whose telephone number is (571) 272- 
1343. The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, NAM NGUYEN can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Alex Nogirerola 
Primary Examiner 
AU 1753 
March 26, 2007 



